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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
09/15/08 has been entered. 

2. Claims 1 -7, 8-1 6 and 1 8-27 are still pending. 

Response to Amendment/Arguments 

3. The cancellation of claim 28 has rendered moot the 35 U.S.C. 101 rejection of 
claim 28 made in the Office Action mailed on 01/14/08. However, a new ground of 
rejection has been made to claims 1-7 and 9; see below. 

4. Applicant's arguments with respect to claims 1 and 10 (see pp. 1 1 of the 
09/1 5/08 response) have been considered but are not persuasive. 
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Specifically, in the first paragraph on page 1 1 Applicant argues that contrary to 
the Office Action's assertion, primary and secondary have an objective meaning 
explicitly defined in the Cloutier reference. 

However, regardless whether objective meaning is explicitly defined in the 
Cloutier reference, the main point of paragraph 5.1 of the 01/14/08 Office Action, in 
response to Applicant's argument filed 10/04/07, was that claims 1 and 10 do not 
include a limitation that requires transcoding to be the main object. The teachings from 
Cloutier is to detect the inactivity of resources useful for an operation (e.g., 
decompression) and when detected, carrying out the operation. The reasons for 
applying the teachings are set forth in the rejection of the claims (see paragraph 1 1 of 
the 01/14/08 Office Action; see also paragraph 13 below). Therefore the argument is 
not persuasive. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1 -7 and 9 are rejected under 35 U.S.C. 1 01 as not falling within one of the 
four statutory categories of invention. While the claims recite a series of steps or acts to 
be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to another 
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statutory category (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or material) to a different state or thing (Reference the May 
15, 2008 memorandum issued by Deputy Commissioner for Patent Examining Policy, 
John J. Love, titled "Clarification of 'Processes' under 35 U.S.C. 101" - publicly 
available at USPTO.GOV, "memorandum to examining corp."). The instant claims 
neither transform underlying subject matter nor positively tie to another statutory 
category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. In order for a process to be "tied" to another statutory category, the 
structure of another statutory category should be positively recited in a step or steps 
significant to the basic inventive concept, and NOT just in association with statements of 
intended use or purpose, insignificant pre or post solution activity, or implicitly. 



Claim Rejections - 35 USC §112 



7. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 20, 22 and 23 are rejected for being single means claims. (A single 
means claim, i.e., where a means recitation does not appear in combination with 

another recited element of means, is subject to an undue breadth rejection under 35 

U.S.C. 112, first paragraph. In re Hyatt, 708 F.2d 712, 714-715, 218 USPQ 195, 197 
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9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 20, 22 and 23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite in that they fail to point out any structure in their respective claimed 
apparatus and therefore the respective scopes of the claims cannot be ascertained. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Part A 

Note: The analyses for part A below apply to the versions of claims 3-9 as 
dependent from claim 1; claims 12-19 as dependent from claim 10; and claims 20- 
28 with respect to claims 1 or 10 as appropriate. 
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12. Claims 1 , 6, 9-1 0, 1 5, 1 8, 20, 21 , 23-26 and 28 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Easwar (US 2004/0008897), and further in 

view of Cloutier et al. (US 5,847,771 ). 



1 3. Regarding claim 1 0, and similarly claim 1 (since the device of claim 1 0 performs 
the method of claim 1 ), Easwar discloses an apparatus for transcoding digital data 
comprising 

• means of transcoding the digital data coded according to the first coding mode into the digital 
data coded according to the second coding mode 

[Fig. 3, refs. 320 & 325 (transcoder); Fig. 4B; P. 7, paragraph 63, lines 11-19; P. 8, paragraphs 73- 
75. Note that JPEG (1 st coding mode) is transcoded into to Wavelet (2 nd mode)] 

• wherein the second coding mode is a coding according to which digital data is coded by an 
amplitude curve representing the amplitude of the digital data along a path amongst the data 
[P. 9, paragraph 82, especially lines 18-25. Note that the coefficients (the values of which are 
their amplitudes) are further quantized and entropy-encoded in the second mode (wavelet- 
based). Note further that the entropy scheme recited in lines 23-25 typically uses a zigzag path 
to scan the data, as is also disclosed in P. 7, paragraph 70, especially lines 3-13, of Easwar. The 
zigzag sequence of the quantized coefficients constitutes an amplitude curve representing the 
amplitude of the data along a path (as defined by the zigzag traversal)] 



Easwar does not expressly disclose the detection of inactivity of resources useful for 
transcoding and carrying out transcoding when inactivity is detected. However, Cloutier 
discloses detecting the inactivity of resources useful for an operation (e.g., 
decompression) and when detected, carrying out the operation [Fig. 3, ref. 75; Fig. 5, 
refs. 75 (detecting inactivity), 104 (resource); Fig. 9, ref. 170 (period of inactivity); Col. 
18, line 24-Col. 19, line 37, especially, Col. 19, lines 23-31]. 



Easwar and Cloutier are combinable because they both have aspects that are from the 
same field of endeavor of encoding. 
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At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify Easwar with the teachings of Cloutier by detecting the inactivity of the useful 
resources before carrying out the desired operation. The motivation would have been 
for the intended operation (e.g., transcoding) to be successfully carried out while 
maintaining the system integrity (since a current task, if any, being executed in the 
resource will be terminated prematurely and leave the system in an uncertain state if a 
new task commences before the current task is complete). 

Therefore it would have been obvious to combine Cloutier with Easwar to obtain the 
invention as specified in claim 10. 

14. Regarding claim 1 5, and similarly claim 6, note that the first coding mode 
disclosed by Easwar is JPEG [Fig. 4B: ref. 410] 

1 5. Regarding claim 18, and similarly claim 9, note that in Easwar the data coded 
according to a first format (JPEG) is a digital image [P. 7, paragraph 63, lines 11-13]. 

16. Regarding claims 20, 21 (digital data processing apparatuses) and claims 23, 24 
(photographic apparatuses), note that per the analysis of claims 1 and 10 above, the 
apparatus shown in Fig. 3, ref. 310 of Easwar has been modified (by Cloutier) to 
comprise the transcoding means according to claim 10, which realizes the method of 
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claim 1 . Note further that the apparatus is a photographic apparatus; it is also a digital 
processing apparatus since it processes digital images. 

17. Regarding claim 25, and similarly claim 28 (a storage medium is an information 
carrier), Easwar further discloses a storage medium [Fig. 2B, ref. 282; P. 5, paragraph 
53, lines 8-11] capable of storing a program for implementing the method of claim 1 . 
[Note that Fig. 2B is part of the general digital camera (which Fig. 3, ref. 31 0 is an 
instance of; see P. 7, paragraph 63, lines 1-4) disclosed in Fig. 1, ref. 100.] 

18. Regarding claim 26, Easwar further discloses a detachably mountable medium 
[Fig. 2B, ref. 284; P. 6, paragraph 53]. 

19. Claims 3, 4, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Easwar (US 2004/0008897) and Cloutier et al. (US 5,847,771) as 
applied to claims 1, 6, 9-10, 15, 18, 20, 21, 23-26 and 28 above and further in view of 
Kaneko etal. (US 6,671,454). 



20. Regarding claim 12 and similarly claim 3, the combined invention of Easwar and 
Cloutier discloses all limitations of its parent, claim 10. 
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The combined invention of Easwar and Cloutier does not expressly disclose the 

following, but Kaneko does 

• Means of selecting an order of transcoding of the digital data coded according to the first coding 
mode into the digital data coded according to the second coding mode 
[Fig. 17, refs. 154, 157; Col. 15, lines 20-28 & 55-61. Note that the order is based on the size] 

The combined invention of Easwar and Cloutier is combinable with Kaneko because 
they both have aspects that are from the same field of endeavor of encoding. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Kaneko as 
recited above. The motivation would have been to ensure a large free space, as 
Kaneko indicates in column 15, lines 60-61. 

Therefore it would have been obvious to combine Kaneko with Easwar and Cloutier to 
obtain the invention as specified in claim 12. 

21 . Claim 1 3 (and similarly claim 4) is similarly analyzed and rejected as per claim 1 2 
since the order disclosed by Kaneko is based on size [Col. 15, lines 60-61]. 

22. Claims 5 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Easwar (US 2004/0008897), Cloutier et al. (US 5,847,771) and Kaneko et al. (US 



Application/Control Number: 10/668,389 Page 10 

Art Unit: 2624 

6,671,454) as applied to claims 3, 4, 12 and 13 above, and further in view of Ishii et al. 
(US 5,675,789). 

23. Regarding claim 14, and similarly claim 5, the combined invention of Easwar, 
Cloutier and Kaneko discloses all limitations of its parent, claim 12. 

In addition, Ishii discloses selecting files to compress according to access frequency 
[Fig. 4, ref. 102; Col. 8, lines 32-42. Note that transcoding can involve decompression 
first (e.g., see Easwar: Fig. 4B, ref. 411)]. 

The combined invention of Easwar, Cloutier and Kaneko is combinable with Ishii 
because they both have aspects that are from the same field of endeavor of encoding. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar, Cloutier and Kaneko with the teaching of 
Ishii by selecting files according to access frequency. The motivation would have been 
to transcode the most desired (as indicated by the access frequency) file first since the 
communication between the requesting server and the transcoding device can and does 
get lost, and when that happens, the most desired file would most likely have already 
been transcoded and transmitted. [See the wireless communication link 300 between 
device 310 and server 370 of Easwar's Fig. 3]. 
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Therefore it would have been obvious to combine Ishii with Easwar, Cloutier and 
Kaneko to obtain the inventions as specified in claim 14. 

24. Claims 7 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Easwar (US 2004/0008897) and Cloutier et al. (US 5,847,771 ) as applied to claims 1 , 6, 
9-1 0, 1 5, 1 8, 20, 21 , 23-26 and 28 above, and further in view of Joshi et al. (US 
6,987,890). 

25. Regarding claim 16, and similarly claim 7, the combined invention of Easwar and 
Cloutier discloses all limitations of its parent, claim 10. 

The combined invention of Easwar and Cloutier does not expressly disclose using the 
JPEG 2000 standard for the first coding mode. However, Joshi discloses the use of 
JPEG 2000 [Col. 1, lines 14-34]. 

The combined invention of Easwar and Cloutier is combinable with Joshi because they 
both have aspects that are from the same field of endeavor of encoding. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Joshi by 
using the JPEG 2000 standard for the first coding mode. The motivation would have 
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been because it provides a very flexible framework for organizing and ordering the 
compressed bit stream, as Joshi indicates in column 1, lines 34-39. 

Therefore it would have been obvious to combine Joshi with Easwar and Cloutier to 
obtain the inventions as specified in claim 16. 

26. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Easwar 
(US 2004/0008897) and Cloutier et al. (US 5,847,771 ) as applied to claims 1 , 6, 9-1 0, 
1 5, 1 8, 20, 21 , 23-26 and 28 above, and further in view of Horie et al. (US 6,236,759). 

Regarding claim 19, the combined invention of Easwar and Cloutier discloses all 
limitations of its parent, claim 10. 

In addition, Horie discloses an image processing apparatus (with encoding and 
decoding units) comprising a processor, a ROM for storing programs and a RAM with 
registers [Fig. 1D, ref. 1141 (ALU, a processor), 1142 (ROM) and 1140 (RAM); Col. 9, 
lines 17-23]. 

The combined invention of Easwar and Cloutier is combinable with Horie because they 
both have aspects that are from the same field of endeavor of encoding. 
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At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Horie by 
using the JPEG 2000 standard for the first coding mode. The motivation would have 
been to facilitating the operation of the apparatus, as Horie indicates in Col. 9, lines 17- 
18. 

Therefore it would have been obvious to combine Horie with Easwar and Cloutier to 
obtain the inventions as specified in claim 19. 

27. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Easwar 
(US 2004/0008897) and Cloutier et al. (US 5,847,771 ) as applied to claims 1 , 6, 9-1 0, 
15,18, 20, 21 , 23-26 and 28 above, and further in view of Holliman et al. (US 
2002/0116533). 

28. Regarding claim 22, the combined invention of Easwar and Cloutier discloses all 
limitations of its parent, claim 20. 

In addition, Holliman discloses having an apparatus with transcoding capability being 
part of a peer-to-peer network [Fig. 1 and P. 1, paragraph 10 (peer-to-peer); P. 3, 
paragraph 29 (transcoding)]. 
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The combined invention of Easwar and Cloutier is combinable with Holliman because 
they both have aspects that are from the same field of endeavor of encoding. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Holliman 
by having the apparatus as part of a peer-to-peer network. The motivation would have 
been because peer-to-peer network disclosed in Holliman offers advantages such as 
improved data/resource sharing and transparency of physical location of a resource, as 
Holliman indicates in P. 1, paragraphs 10 and 11. 

Therefore it would have been obvious to combine Holliman with Easwar and Cloutier to 
obtain the inventions as specified in claim 22. 

29. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Easwar 
(US 2004/0008897) and Cloutier et al. (US 5,847,771 ) as applied to claims 1 , 6, 9-1 0, 

1 5, 1 8, 20, 21 , 23-26 and 28 above, and further in view of Berstis (US 6,721 ,001 ). 

30. Regarding claim 27, the combined invention of Easwar and Cloutier discloses all 
limitations of its parent, claim 25. 
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In addition, Berstis discloses having a floppy disk as a storage medium for a digital 
camera [Fig. 2, ref. 214 and Col. 3, lines 3-8]. 

The combined invention of Easwar and Cloutier is combinable with Berstis because 
they both have aspects that are from the same field of endeavor of image acquisition. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Berstis by 
having a floppy disk as a storage medium. The motivation would have been for 
portability, as Berstis indicates in Col. 4, lines 58-60. 

Therefore it would have been obvious to combine Berstis with Easwar and Cloutier to 
obtain the inventions as specified in claim 27. 



End of Part A 
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Part B 

31. Note: The analyses for Part B below apply to claims 2, 11 and the versions 
of claims 3-7 and 9 as dependent from claim 2; claims 12-16, 18 and 19 as 
dependent from claim 11; and claims 20-27 with respect to claims 2 or 11 as 
appropriate. 

32. Claims 2 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Easwar (US 2004/0008897), Cloutier et al. (US 5,847,771 ) as applied to claims 1 , 6, 9- 

1 0, 1 5, 1 8, 20, 21 , 23-26 and 28 above, and further in view of Lai et al. (US 6,407,680). 

33. Regarding claim 1 1 , and similarly claim 2 (since the device of claim 1 1 performs 
the method of claim 2), the combined invention of Easwar and Cloutier discloses all 
limitations of its parent, claim 10. 

The combined invention of Easwar and Cloutier does not expressly disclose the 
following 

• means of detecting a request demanding digital data coded according to the first coding mode 

• means of verifying that the digital data demanded are coded according to the second coding 
mode 

• means of transcoding the digital data coded according to the second coding mode into data 
coded according to the first coding mode, if the response at the verification step is positive 

However, Lai discloses an apparatus [Fig. 1, ref. 106 and Fig. 2; Col. 7, lines 32-53] that 
has a means for detecting a request for data in a first coding mode which also serves as 
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a means for verifying that the demanded data are coded according to a second coding 
mode [Fig. 2, ref. 206 (the means); Fig. 5A, ref. 504 (detecting) and Fig. 5B, ref. 520 
(verifying); Col. 9, lines 53-61; Col. 14, lines 57-Col. 15, line 8; Col. 14, line 55-Col. 15, 
line 8; Col. 17, lines 31-42. Note that the source and the destination types are 
considered the second and the first modes, respectively]. The apparatus also has a 
means for transcoding from the source type (i.e., the second mode) into the destination 
type (i.e., the first mode) [Fig. 2, ref. 218 & Fig. 5B, ref. 522; Col. 17, lines 31-42]. 

The combined invention of Easwar and Cloutier is combinable with Lai because they 
both have aspects that are from the same field of endeavor of encoding. 

At the time of the invention it would have been obvious to one of ordinary skill in the art 
to modify the combined invention of Easwar and Cloutier with the teaching of Lai by 
detecting the coding mode of the requested data and if it is different from the existing 
mode the data is coded, then performs the appropriate transcoding. The motivation 
would have been to avoid unnecessary transcoding (and thereby improve efficiency) 
because if the requested data already exists in the desired mode (i.e., type), then it can 
be delivered without transcoding, as Lai indicates in Col. 17, lines 31-36. 

Therefore it would have been obvious to combine Lai with Easwar and Cloutier to obtain 
the invention as specified in claim 1 1 . 
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34. Regarding claims 3-7, 9, 12-16 and 18-27, the corresponding analyses in Part A 
can and are applied (and are not repeated here) to modify the combined invention of 
Easwar, Cloutier and Lai to obtain the inventions as specified by the respective claims. 



End of Part B 
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Conclusion and Contact Information 

35. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUBIN HUNG whose telephone number is (571 )272- 
7451 . The examiner can normally be reached on 7:30 - 4:00. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Bhavesh M. Mehta 
can be reached on (571 ) 272-7453. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

36. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Yubin Hung/ 

Primary Examiner, Art Unit 2624 
November 10, 2008 



